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DETAILED ACTION 

Response to Request for Continued Examination 

1 . This action is in response to the Request for Continued Examination filed May 7, 
2009. Claims 1 and 13 were amended and claim 21 was added rendering claims 1-21 
pending. 

Claim Rejections - 35 USC § 102(b) 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-7, 9-13 and 19-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Fang et al. (U.S. 6,454,027). 

Fang discloses a composite material comprising a plurality of granules (cores) 
formed from a mixture of polycrystalline diamond (PCD) and polycrystalline cubic boron 
nitride (PcBN) distributed within a matrix (column 2, line 66 through column 3, line 12, 
21 ; column 4, lines 42-43) where the PCD and PcBN materials are ultra-hard materials, 
as in claims 1-3 and 11-13. 



Application/Control Number: 10/560,020 Page 3 

Art Unit: 1794 

Concerning claim 1, the phrases, "consisting essentially of a plurality of cores of 
polycrystalline ultra hard material dispersed in a matrix" and "the matrix consisting 
essentially of a further polycrystalline ultra hard material of a grade or type which is 
different from that of the material of the cores" without further explanation or convincing 
argument does not materially define the claimed material and matrix over the teachings 
of Fang et al. The transitional phrase "consisting essentially of limits the scope of a 
claim to the specified materials or steps "and those that do not materially affect the 
basic and novel characteristic(s)" of the claimed invention. In re Herz, 537 F.2d 549, 
551 -52, 1 90 USPQ 461 , 463 (CCPA 1 976). For the purposes of searching for and 
applying prior art under 35 U.S.C. 102 and 103, absent a clear indication in the 
specification or claims of what the basic and novel characteristics actually are, 
"consisting essentially of will be construed as equivalent to "comprising." See, e.g., 
PPG, 156 F.3d at 1355, 48 USPQ2d at 1355. 

Concerning claims 4-5 and 10, the cores are formed of PCD and PcBN and the 
matrix is construed as being formed of PCD and PcBN material, as the matrix 
comprises PCD and PcBN material. 

Concerning claims 6-7 and 19-20, the PCD granules have grain size in the range 
of from 1 to 50 microns (column 5, lines 40-43). 

Concerning claim 9, the core and matrix are made from PCD material, where the 
core PCD material comprises a binder material such as Co, Ni, Fe (column 4, lines 42- 
45) where the matrix material comprises binder material further consisting of C, B, Cr, Si 
and Mn (column 3, lines 21-26). 
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Concerning claim 21, the matrix comprises materials such as nitrides, borides or 
carbides. In claim 21 , the phrase, "sintered to themselves" introduces a process 
limitation to the product claim. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966. Further, process limitations are given little patentable weight in product 
claims. 

Claim Rejections - 35 USC § 103(a) 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fang 
et al. (U.S. 6,454,027). 

Fang is relied upon for claim 1 , as above. Fang does not explicitly disclose the 
PCD and PcBN materials differ in particle size. It would have been obvious to one of 
ordinary skill in the art for the PCD and PcBN materials to differ in particle size because 
Fang discloses a composite material comprising a plurality of granules (cores) formed 
from a mixture of polycrystalline diamond (PCD) and polycrystalline cubic boron nitride 
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(PcBN) (column 2, line 66 through column 3, line 12, 21) where Figure 1 shows the 
grain size (12) of the mixed material vary in size. The reference further discloses 
diamond particles can be granulated into a desired size (column 6, lines 33-34). 
Regarding the differing particle size of the materials, a recitation of a newly disclosed 
property does not distinguish over a reference disclosure of the article or composition 
claims. General Electric v. Jewe Incandescent Lamp Co., 67 USPQ 155. Titanium 
Metal Corp. v. Banner, 227 USPQ 773. 

Response to Arguments 

6. Applicant's arguments of the rejection made under 35 U.S.C. 1 02(b) as being 
anticipated by Fang et al. (U.S. 6,454,027) have been considered but are unpersuasive. 

Applicant argues Fang does not describe a composite consisting essentially of 
the cores and matrix material as claimed, where Fang always incorporates a ductile 
material, generally in the form of a cermet material. In claim 1, the phrases, "consisting 
essentially of a plurality of cores of polycrystalline ultra hard material dispersed in a 
matrix" and "the matrix consisting essentially of a further polycrystalline ultra hard 
material of a grade or type which is different from that of the material of the cores" 
without further explanation or convincing argument does not materially define the 
claimed material and matrix over the teachings of Fang et al. The transitional phrase 
"consisting essentially of limits the scope of a claim to the specified materials or steps 
"and those that do not materially affect the basic and novel characteristic(s)" of the 
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claimed invention. In re Herz, 537 F.2d 549, 551-52, 190 USPQ 461, 463 (CCPA 1976). 
For the purposes of searching for and applying prior art under 35 U.S.C. 102 and 103, 
absent a clear indication in the specification or claims of what the basic and novel 
characteristics actually are, "consisting essentially of will be construed as equivalent to 
"comprising." See, e.g., PPG, 156 F.3d at 1355, 48 USPQ2d at 1355. 

Additionally, the cermet material is also used to form PCD material (column 3, 
lines 21-26, 33-40), which is claimed as a part of the composite material by Applicant. 
Because the cermet material comprises carbide, which is the same material as claimed 
in instant claim 21 as matrix material, it does not appear that the carbide cermet 
material of Fang would materially affect the basic and novel characteristics of the 
claimed invention. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence Ferguson whose telephone number is 571- 
272-1522. The examiner can normally be reached on Monday through Friday 9:00 AM 
-5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample, can be reached on 571-272-1376. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Lawrence Ferguson/ 

Patent Examiner, Art Unit 1794 

/David R. Sample/ 

Supervisory Patent Examiner, Art Unit 1794 



